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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 26 May 
2009 has been entered. 

Status of the Claims 

Claims 5, 7-9 and 1 1 -26 are pending wherein claims 5 and 7-9 are amended, 
claims 1-4, 6 and 10 are canceled and claims 11-26 are new. 

Status of Previous Objections 

The previous objection to the specification under 35 U.S.C. 132(a) due to the 
amendment filed 16 December 2008 is withdrawn in view of the amendment to the 
specification filed 26 May 2009 providing the originally disclosed range of 0.3 to 3 % by 
mass of manganese. 
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Status of Previous Rejections 

The previous rejection of claims 5 and 7-9 under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement is withdrawn in view of the 
Applicant's amendments to claims 5 and 7-9. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5, 7 and 11-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nishi et al. (US 4,919,736). 

In regards to claims 5 and 1 1 , Nishi et al. (736) discloses aluminum alloys 
having a composition relative to that of the instant invention as shown in the table below 



(col. 1, lines 58-68 and col. 3, lines 6-14). 



Element 


From Instant Claims 


Nishi et al. ( l 736) 


Overlap 




(mass percent) 


(mass percent) 


(mass percent) 


Si 


13-25 


13.5-20 


13.5-20 


Cu 


2-8 


6-9 


6-8 


Fe 


0.5-3 


1.6-3 


1.6-3 


Mn 


1 -3 


0.5-2 


1 -2 


P 


0.001 -0.02 


0.001 -0.1 


0.001 -0.02 


Ni 


0.5-6 


0-0.5 


0.5 


Al 


balance 


balance 


balance 



The Examiner notes that the aluminum alloy composition disclosed by Nishi et al. 
(736) overlaps the composition of the instant invention, which is prima facie evidence of 
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obviousness. MPEP 2144.05 I. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to select the claimed amounts of silicon, copper, 
iron, manganese, phosphorus, and nickel for an aluminum alloy from the amounts 
disclosed by Nishi et al. (736) because Nishi et al. (736) discloses the same utility 
throughout the disclosed ranges. 

With respect to the recitation "wherein the total amount of the combination of 
iron, manganese, and nickel is 3.0% by mass or greater" as in lines 4-5 of claim 5, it is 
well settled that there is no invention in the discovery of a general formula if it covers a 
composition described in the prior art, In re Cooper and Foley 1943 CD. 357, 553 O.G. 
1 77., 57 USPQ 1 1 7, Sakalatwalla v. Marburg, 620 O.G. 685, 1 949 CD. 77, and In re 
Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence to the 
contrary, the selection of the proportions of iron, manganese, and nickel would appear 
to require no more than routine investigation by those of ordinary skill in the art. In re 
Austin, et al., 149 USPQ 685,688. It would have been obvious to one of ordinary skill in 
the art to select the claimed ranges of iron, manganese, and nickel from the aluminum 
alloys disclosed by Nishi et al. (736) because Nishi et al. (736) teach the same utility 
throughout the disclosed ranges. 

With respect to the recitation "said aluminum alloy having a Young's modulus of 
90 GPa or more and a coefficient of linear thermal expansion of 18 x 10 6 /°C or less" as 
recited in lines 5-8 of claim 5, the Examiner notes that the composition disclosed by 
Nishi et al. (736) would be the same or substantially similar to that of the instant 
invention. Therefore, these properties would be expected. MPEP 21 12.01 I. 



Application/Control Number: 10/593,338 
Art Unit: 1793 



Page 5 



In regards to claims 7 and 12, Nishi et al. (736) discloses aluminum alloys 
having a composition relative to that of the instant invention as shown in the table below 



(col. 1, lines 58-68, col. 2, lines 58-63 and col. 3, lines 6-14). 



Element 


From Instant Claims 


Nishi et al. ('736) 


Overlap 




(mass percent) 


(mass percent) 


(mass percent) 


Si 


13-25 


13.5-20 


13.5-20 


Cu 


2-8 


6-9 


6-8 


Fe 


0.5-3 


1.6-3 


1.6-3 


Mn 


1-3 


0.5-2 


1 -2 


P 


0.001 -0.02 


0.001 -0.1 


0.001 -0.02 


Ni 


0.5-6 


0-0.5 


0.5 


Mg 


0.05-1.5 


0-3 


0.05-1.5 


Al 


balance 


balance 


balance 



The Examiner notes that the aluminum alloy composition disclosed by Nishi et al. 



(736) overlaps the composition of the instant invention, which is prima facie evidence of 
obviousness. MPEP 2144.05 I. It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to select the claimed amounts of silicon, copper, 
iron, manganese, phosphorus, nickel and magnesium for an aluminum alloy from the 
amounts disclosed by Nishi et al. (736) because Nishi et al. (736) disclose the same 
utility throughout the disclosed ranges. 

With respect to the recitation "wherein the total amount of the combination of 
Iron and manganese is 3.0% by mass or greater" as in lines 7-8 of claim 7, it is 
well settled that there is no invention in the discovery of a general formula if it covers a 
composition described in the prior art, In re Cooper and Foley 1943 CD. 357, 553 O.G. 
1 77., 57 USPQ 1 1 7, Sakalatwalla v. Marburg, 620 O.G. 685, 1 949 CD. 77, and In re 
Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence to the 
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contrary, the selection of the proportions of iron, manganese, and nickel would appear 
to require no more than routine investigation by those of ordinary skill in the art. In re 
Austin, et al., 149 USPQ 685,688. It would have been obvious to one of ordinary skill in 
the art to select the claimed ranges of iron, manganese, and nickel from the aluminum 
alloys disclosed by Nishi et al. (736) because Nishi et al. (736) teaches the same utility 
throughout the disclosed ranges. 

With respect to the recitation "said aluminum alloy having a Young's modulus of 
90 GPa or more and a coefficient of linear thermal expansion of 18 x 10 6 /°C or less" as 
recited in lines 8-10 of claim 7, the Examiner notes that the composition disclosed by 
Nishi et al. (736) would be the same or substantially similar to that of the instant 
invention. Therefore, these properties would be expected. MPEP 21 12.01 I. 

Claims 5, 7-9 and 11-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Horikawa et al. (JP 2000-204428A). 

In regards to claim 5, Horikawa et al. (JP '428) discloses aluminum alloys having 
a composition relative to that of the instant invention as shown in the table below 



(abstract, [0007] and [0010]). 



Element 


From Instant Claims 


Horikawa et al. (JP '428) 


Overlap 




(mass percent) 


(mass percent) 


(mass percent) 


Si 


13-25 


11 - 16 


13-16 


Cu 


2-8 


3-7 


3-7 


Fe 


0.5-3 


0.2 - 1 .5 


0.5-1.5 


Mn 


1-3 


0.2-1 


1 


P 


0.001 -0.02 


0.003-0.015 


0.003-0.015 


Ni 


0.5-6 


3-7 


3-6 


Mg 




0.5-2.0 




Al 


balance 


balance 


balance 
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The Examiner notes that the aluminum alloy composition disclosed by Horikawa 
et al. (JP '428) overlaps the composition of the instant invention, which is prima facie 
evidence of obviousness. MPEP 2144.05 I. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select the claimed amounts 
of silicon, copper, iron, manganese, phosphorus, and nickel for an aluminum alloy from 
the amounts disclosed by Horikawa et al. (JP '428) because Horikawa et al. (JP '428) 
disclose the same utility throughout the disclosed ranges. 

With respect to the language "consisting of and the 0.5 to 2.0 weight percent 
magnesium as disclosed by Horikawa et al. (JP '428), the Examiner notes that Horikawa 
et al. (JP '428) disclose that 0.5 to 2.0 weight percent magnesium present in the 
aluminum alloy would remarkably improve mechanical strength [0010]. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to omit the 0.5 to 2.0 weight percent magnesium where remarkable mechanical 
strength would not be required or desired. MPEP 2144.04 (II) and 2123 (II). 

With respect to the recitation "wherein the total amount of the combination of 
iron, manganese, and nickel is 3.0% by mass or greater" as in lines 5-6 of claim 5, it is 
well settled that there is no invention in the discovery of a general formula if it covers a 
composition described in the prior art, In re Cooper and Foley 1943 CD. 357, 553 O.G. 
1 77., 57 USPQ 1 1 7, Sakalatwalla v. Marburg, 620 O.G. 685, 1 949 CD. 77, and In re 
Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence to the 
contrary, the selection of the proportions of iron, manganese, and nickel would appear 
to require no more than routine investigation by those of ordinary skill in the art. In re 
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Austin, et al., 149 USPQ 685,688. It would have been obvious to one of ordinary skill in 
the art to select the claimed ranges of iron, manganese, and nickel from the aluminum 
alloys disclosed by Horikawa et al. (JP '428) because Horikawa et al. (JP '428) teach 
the same utility throughout the disclosed ranges. 

With respect to the recitation "said aluminum alloy having a Young's modulus of 
90 GPa or more and a coefficient of linear thermal expansion of 18 x 10 6 /°C or less" as 
recited in lines 5-8 of claim 5, the Examiner notes that the composition disclosed by 
Nishi et al. (736) would be the same or substantially similar to that of the instant 
invention. Therefore, these properties would be expected. MPEP 21 12.01 I. 

With respect to the recitation "wherein the amount of manganese is 1 .2-3% by 
mass" in claims 1 1 and 15, the Examiner notes that Horikawa et al. (JP '428) teaches 
that if manganese exceeds 1 .0%, then the system will become big and rough and 
fatigue at elevated temperature reinforcement will be reduced. A known or obvious 
composition does not become patentable simply because it has been described as 
somewhat inferior to some other product for the same use. MPEP 2123 II. 

Still regarding claim 15, Horikawa et al. (JP '428) discloses 3 to 7 weight percent 
nickel, which overlaps the claimed range of 1 to 6 weight percent nickel [0007]. 

In regards to claims 19 and 23, Horikawa et al. (JP '428) discloses 3 to 7 weight 
percent nickel [0007]. 

In regards to claim 7, Horikawa et al. (JP '428) discloses aluminum alloys having 
a composition relative to that of the instant invention as shown in the table below 
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(abstract, [0007] and [0010]). 



Element 


From Instant Claims 


Horikawa et al. (JP '428) 


Overlap 




(mass percent) 


(mass percent) 


(mass percent) 


Si 


13-25 


11 - 16 


13-16 


Cu 


2-8 


3-7 


3-7 


Fe 


0.5-3 


0.2-1.5 


0.5-1.5 


Mn 


1 -3 


0.2-1 


1 


P 


0.001 -0.02 


0.003-0.015 


0.003-0.015 


Ni 


0.5-6 


3-7 


3-6 


Cr 


{ 0.1-1.0 


0.01 -0.3 


0.1 -0.3 


Mg 




0.5-2.0 




Al 


balance 


balance 


balance 



The Examiner notes that the aluminum alloy composition disclosed by Horikawa 
et al. (JP '428) overlaps the composition of the instant invention, which is prima facie 
evidence of obviousness. MPEP 2144.05 I. It would have been obvious to one of 



ordinary skill in the art at the time the invention was made to select the claimed amounts 
of silicon, copper, iron, manganese, phosphorus, nickel, chromium and magnesium for 
an aluminum alloy from the amounts disclosed by Horikawa et al. (JP '428) because 
Horikawa et al. (JP '428) disclose the same utility throughout the disclosed ranges. 

With respect to the language "consisting of and the 0.5 to 2.0 weight percent 
magnesium as disclosed by Horikawa et al. (JP '428), the Examiner notes that Horikawa 
et al. (JP '428) disclose that 0.5 to 2.0 weight percent present in the aluminum alloy 
would remarkably improve mechanical strength [0010]. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to omit the 
0.5 to 2.0 weight percent magnesium where remarkable mechanical strength would not 
be required or desired. MPEP 2144.04 (II) and 2123 (II). 

With respect to the recitation "wherein the total amount of the combination of 
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Iron and manganese is 3.0% by mass or greater" as in lines 7-8 of claim 7, it is well 
settled that there is no invention in the discovery of a general formula if it covers a 
composition described in the prior art, In re Cooper and Foley 1943 CD. 357, 553 O.G. 
1 77., 57 USPQ 1 1 7, Sakalatwalla v. Marburg, 620 O.G. 685, 1 949 CD. 77, and In re 
Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence to the 
contrary, the selection of the proportions of iron and manganese would appear to 
require no more than routine investigation by those of ordinary skill in the art. In re 
Austin, et al., 149 USPQ 685,688. It would have been obvious to one of ordinary skill in 
the art to select the claimed ranges of iron and manganese from the aluminum alloys 
disclosed by Horikawa et al. (JP '428) because Horikawa et al. (JP '428) teach the same 
utility throughout the disclosed ranges. 

With respect to the recitation "said aluminum alloy having a Young's modulus of 
90 GPa or more and a coefficient of linear thermal expansion of 18 x 10 6 /°C or less" as 
recited in lines 8-10 of claim 7, the Examiner notes that the composition disclosed by 
Nishi et al. (736) would be the same or substantially similar to that of the instant 
invention. Therefore, these properties would be expected. MPEP 21 12.01 I. 

With respect to the recitation "wherein the amount of manganese is 1 .2-3% by 
mass" in claims 12 and 16, the Examiner notes that Horikawa et al. (JP '428) teaches 
that if manganese exceeds 1 .0%, then the system will become big and rough and 
fatigue at elevated temperature reinforcement will be reduced. A known or obvious 
composition does not become patentable simply because it has been described as 
somewhat inferior to some other product for the same use. MPEP 2123 II. 
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Still regarding claim 16, Horikawa et al. (JP '428) discloses 3 to 7 weight percent 
nickel, which overlaps the claimed range of 1 to 6 weight percent nickel [0007]. 

In regards to claims 20 and 24, Horikawa et al. (JP '428) discloses 3 to 7 weight 
percent nickel [0007]. 

In regards to claim 8, Horikawa et al. (JP '428) discloses aluminum alloys having 
a composition relative to that of the instant invention as shown in the table below 



(abstract, [0007] and [0010]). 



Element 


From Instant Claims 


Horikawa et al. (JP '428) 


Overlap 




(mass percent) 


(mass percent) 


(mass percent) 


Si 


13-25 


11 -16 


13-16 


Cu 


2-8 


3-7 


3-7 


Fe 


0.5-3 


0.2-1.5 


0.5-1.5 


Mn 


1-3 


0.2-1 


1 


P 


0.001 -0.02 


0.003-0.015 


0.003-0.015 


Ni 


0.5-6 


3-7 


3-6 


Cr 


0.1 -1.0 


0.01 -0.3 


0.1 -0.3 


Mg 




0.5-2.0 




Al 


balance 


balance 


balance 



The Examiner notes that the aluminum alloy composition disclosed by Horikawa 
et al. (JP '428) overlaps the composition of the instant invention, which is prima facie 
evidence of obviousness. MPEP 2144.05 I. It would have been obvious to one of 



ordinary skill in the art at the time the invention was made to select the claimed amounts 
of silicon, copper, iron, manganese, phosphorus, nickel and chromium for an aluminum 
alloy from the amounts disclosed by Horikawa et al. (JP '428) because Horikawa 
et al. (JP '428) disclose the same utility throughout the disclosed ranges. 

With respect to the language "consisting of and the 0.5 to 2.0 weight percent 
magnesium as disclosed by Horikawa et al. (JP '428), the Examiner notes that Horikawa 
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et al. (JP '428) disclose that 0.5 to 2.0 weight percent present in the aluminum alloy 
would remarkably improve mechanical strength [0010]. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to omit the 
0.5 to 2.0 weight percent magnesium where remarkable mechanical strength would not 
be required or desired. MPEP 2144.04 (II) and 2123 (II). 

With respect to the recitation "wherein the total amount of the combination of 
iron, manganese, and nickel is 3.0% by mass or greater" as in lines 5-6 of claim 8, it is 
well settled that there is no invention in the discovery of a general formula if it covers a 
composition described in the prior art, In re Cooper and Foley 1943 CD. 357, 553 O.G. 
1 77., 57 USPQ 1 1 7, Sakalatwalla v. Marburg, 620 O.G. 685, 1 949 CD. 77, and In re 
Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence to the 
contrary, the selection of the proportions of iron, manganese, and nickel would appear 
to require no more than routine investigation by those of ordinary skill in the art. In re 
Austin, et al., 149 USPQ 685,688. It would have been obvious to one of ordinary skill in 
the art to select the claimed ranges of iron, manganese, and nickel from the aluminum 
alloys disclosed by Horikawa et al. (JP '428) because Horikawa et al. (JP '428) teach 
the same utility throughout the disclosed ranges. 

With respect to the recitation "said aluminum alloy having a Young's modulus of 
90 GPa or more and a coefficient of linear thermal expansion of 18 x 10 6 /°C or less" as 
recited in lines 6-7 of claim 8, the Examiner notes that the composition disclosed by 
Horikawa et al. (JP '428) would be the same or substantially similar to that of the instant 
invention. Therefore, these properties would be expected. MPEP 21 12.01 I. 
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With respect to the recitation "wherein the amount of manganese is 1 .2-3% by 
mass" in claims 13 and 17, the Examiner notes that Horikawa et al. (JP '428) teaches 
that if manganese exceeds 1 .0%, then the system will become big and rough and 
fatigue at elevated temperature reinforcement will be reduced. A known or obvious 
composition does not become patentable simply because it has been described as 
somewhat inferior to some other product for the same use. MPEP 2123 II. 

Still regarding claim 17, Horikawa et al. (JP '428) discloses 3 to 7 weight percent 
nickel, which overlaps the claimed range of 1 to 6 weight percent nickel [0007]. 

In regards to claims 21 and 25, Horikawa et al. (JP '428) discloses 3 to 7 weight 
percent nickel [0007]. 

In regards to claim 9, Horikawa et al. (JP '428) disclose aluminum alloys having a 
composition relative to that of the instant invention as shown in the table below 



(abstract, [0007] and [0010]). 



Element 


From Instant Claims 


Horikawa et al. (JP '428) 


Overlap 




(mass percent) 


(mass percent) 


(mass percent) 


Si 


13-25 


11 -16 


13-16 


Cu 


2-8 


3-7 


3-7 


Fe 


0.5-3 


0.2-1.5 


0.5-1.5 


Mn 


1-3 


0.2-1 


1 


P 


0.001 -0.02 


0.003-0.015 


0.003-0.015 


Ni 


0.5-6 


3-7 


3-6 


Cr 


0.1 -1.0 


0.01 -0.3 


0.1 -0.3 


Mg 




0.5-2.0 




Al 


balance 


balance 


balance 



The Examiner notes that the aluminum alloy composition disclosed by Horikawa 
et al. (JP '428) overlaps the composition of the instant invention, which is prima facie 
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evidence of obviousness. MPEP 2144.05 I. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to select the claimed amounts 
of silicon, copper, iron, manganese, phosphorus, nickel, chromium and magnesium for 
an aluminum alloy from the amounts disclosed by Horikawa et al. (JP '428) because 
Horikawa et al. (JP '428) disclose the same utility throughout the disclosed ranges. 

With respect to the language "consisting of and the 0.5 to 2.0 weight percent 
magnesium as disclosed by Horikawa et al. (JP '428), the Examiner notes that Horikawa 
et al. (JP '428) disclose that 0.5 to 2.0 weight percent present in the aluminum alloy 
would remarkably improve mechanical strength [0010]. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to omit the 
0.5 to 2.0 weight percent magnesium where remarkable mechanical strength would not 
be required or desired. MPEP 2144.04 (II) and 2123 (II). 

With respect to the recitation "wherein the total amount of the combination of 
iron, manganese, and nickel is 3.0% by mass or greater" as in lines 7-8 of claim 9, it is 
well settled that there is no invention in the discovery of a general formula if it covers a 
composition described in the prior art, In re Cooper and Foley 1943 CD. 357, 553 O.G. 
1 77., 57 USPQ 1 1 7, Sakalatwalla v. Marburg, 620 O.G. 685, 1 949 CD. 77, and In re 
Pilling, 403 O.G. 513, 44 F(2) 878, 1931 CD. 75. In the absence of evidence to the 
contrary, the selection of the proportions of iron, manganese, and nickel would appear 
to require no more than routine investigation by those of ordinary skill in the art. In re 
Austin, et al., 149 USPQ 685,688. It would have been obvious to one of ordinary skill in 
the art to select the claimed ranges of iron, manganese, and nickel from the aluminum 
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alloys disclosed by Horikawa et al. (JP '428) because Horikawa et al. (JP '428) teach 
the same utility throughout the disclosed ranges. 

With respect to the recitation "said aluminum alloy having a Young's modulus of 
90 GPa or more and a coefficient of linear thermal expansion of 1 8 x 1 0 6 /°C or less" as 
recited in lines 8-10 of claim 9, the Examiner notes that the composition disclosed by 
Horikawa et al. (JP '428) would be the same or substantially similar to that of the instant 
invention. Therefore, these properties would be expected. MPEP 21 12.01 I. 

With respect to the recitation "wherein the amount of manganese is 1 .2-3% by 
mass" in claims 14 and 18, the Examiner notes that Horikawa et al. (JP '428) teaches 
that if manganese exceeds 1 .0%, then the system will become big and rough and 
fatigue at elevated temperature reinforcement will be reduced. A known or obvious 
composition does not become patentable simply because it has been described as 
somewhat inferior to some other product for the same use. MPEP 2123 II. 

Still regarding claim 18, Horikawa et al. (JP '428) discloses 3 to 7 weight percent 
nickel, which overlaps the claimed range of 1 to 6 weight percent nickel [0007]. 

In regards to claims 22 and 26, Horikawa et al. (JP '428) discloses 3 to 7 weight 
percent nickel [0007]. 

Response to Declaration Under 37 CFR §1.132 

The Declaration under 37 CFR 1 .132 filed 26 May 2009 is insufficient to 
overcome the rejection of claims 5 and 7-9 under 35 U.S.C. 103(a) as being 
unpatentable over Horikawa et al. (JP 2000-204428A) and claims 5 and 7 under 35 
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U.S.C. 1 03(a) as being unpatentable over Nishi et al. (US 4,91 9,736) as set forth in the 
last Office action because: 

The Applicant declares that aluminum alloys of the instant invention were 
manufactured along with the alloys of Horikawa et al. (JP '428) and Nishi et al. (736) 
and comparisons of the compositions are provided in Table 2 along with the Young's 
Modulus and the Coefficient of Linear Thermal Expansion for each alloy. The terms 
"Poor", "Good", and "Excellent" are used to describe the Young's Modulus and 
Coefficient of Linear Thermal Expansion of these alloys. However, the standards for 
which the Applicant associates "Poor", "Good", and "Excellent" are unclear and not 
defined. 

Response to Arguments 

Applicant's arguments filed 26 May 2009 have been fully considered but they are 
not persuasive. 

First, the Applicant primarily argues that Horikawa et al. (JP '428) fails to suggest 
the "consisting of limitation of independent claims 5 and 7-9, which excludes the "0.50- 
2.0 wt.% Mg" required by Horikawa et al. (JP '428). 

In response, the Examiner notes that Horikawa et al. (JP '428) disclose that 0.5 
to 2.0 weight percent present in the aluminum alloy would remarkably improve 
mechanical strength [0010]. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to omit the 0.5 to 2.0 weight percent 
magnesium where remarkable mechanical strength would not be required or desired. 
MPEP 2144.04 (II) and 2123 (II). 
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Second, the Applicant primarily argues that any prima facie case of obviousness 
based on Nishi et al. (736) or Horikawa et al. (JP '428) is rebutted by the significant 
improvement in both rigidity (Young's modulus of 90 GPa or more) and linear thermal 
expansion coefficient (1 8x1 0 ^/°C or less) that is achieved by the aluminum alloy of the 
present invention over the ranges of independent claims 5 and 7-9. 

In response, in the Applicant's Declaration under 37 CFR 1 .132 filed 26 May 
2009, the terms "Poor", "Good", and "Excellent" are used to describe the Young's 
Modulus and Coefficient of Linear Thermal Expansion of these alloys. However, the 
standards for which the Applicant associates "Poor", "Good", and "Excellent" are 
unclear and not defined. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jessee Roe whose telephone number is (571)272-5938. 
The examiner can normally be reached on Monday-Thursday and alternate Fridays 7:00 
AM -4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V. King can be reached on (571 ) 272-1 244. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1793 

JR 



